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In the Notice of Allowability mailed December 6, 2007, the Examiner rejected the 
inventor declaration. Submitted herewith is a new declaration to overcome the 
rejection; however Applicants respectfully disagree with the rejection for the following 
reasons. 

The Examiner alleges the inventor declaration is defective because the 
declaration states that the inventor acknowledges a duty to disclose information which is 
material "to the examination of the application" rather than information material "to 
patentability" as defined in Section 1.56. Applicants respectfully disagree with the 
Examiner's rejection of the inventor declaration. 

Applicants submit that 37 CFR section 1.63 (see Exhibit A) previously required 
an acknowledgement of Applicant's duty to disclose information that is "material to the 
examination of the application". However, in a "Duty of Disclosure" rule change 
published at 1 135 OG 13 (February 4, 1992), Rule 63 was changed so that its language 
tracked the "material to patentability" language of Rule 56 (See Exhibit B). 
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In making this change, and in reply to Comment 38 at 1 1 35 OG 1 7 (see Exhibit 
C), the Office stated the averments in oath or declaration forms presently in use that 
comply with the previous section 1.63 or 1.175 will also comply with the r equirement 
of the new rules. The Office also stated, "Therefore, the Office will continue to accept 
the old oath or declaration forms as complying with the new rules." Applicants therefore 
submit that the inventor declaration, which complies with the requirements of Rule 63 
prior to the 1 992 rule change, also complies with the requirements of the current rule 
and should be accepted. 

Moreover, the first page of the Duty of Disclosure Rulemaking (see Exhibit B) as 
published at 1 1 35 OG 1 3 (February 4, 1 992) explains that an Applicant for a patent also 
has a duty of candor and good faith in dealing with the Patent Office and that this duty is 
broader than the duty to disclose information material to patentability. Therefore, 
Applicants submit that the duty to disclose information material to the "examination" of 
the application (which includes the duty of candor and good faith) as recited in the 
inventor declaration for the subject application is broader than and includes the duty to 
disclose information material to the patentability of the application as required by the 
Examiner. 

Applicants therefore submit that the as filed inventor declaration encompasses a 
broader duty of disclosure and complies with the requirements of 37 CFR 1 .63. 
However, in the interest of moving this case to issuance, Applicants hereby submit a 
new declaration with the language required by the Examiner. 



Respectfully submitted, 
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which priority is claimed, by specify- 
ing the application number, country, 
day, month and year of its filing. 

(d) In any continuation-in-part ap- 
plication filed under the conditions 
specified in 36 U.S.C. 120 which dis- 
closes and claims subject matter irt ad- 
dition to that disclosed In the prior co- 
pending application, the oath or decla- 
ration must also state that the person 
making the oath or declaration ac- 
knowledges the duty to disclose mate- 
rial information as defined in § 1.56(a) 
which occurred between the filing 
date of the prior application and the 
national or PCT International filing 
date of the continuation-in-part appli- 
cation. 

(35 U.S.C. 6, Pub. L. 97-247) 

[48 FR 2711, Jan. 20, 1983; 48 FR 4285, Jan. 

31. 19831 

§ 1.64 Person making oath or declaration, 

(a) The oath or declaration must be 
made by all of the actual inventors 
except as provided for in §§ 1.42, 1.43, 
or 1.47. 

(b) If the person making the oath re- 
declaration is not the Inventor 
(§§ 1.42, 1.43, or 1.47), the oath or dec- 
laration shall state the relationship of 
the person to the Inventor and, upon 
information and belief, the facts 
which the Inventor is required to 
state. 

(35 U.S.C. 6, Pub. h. 97-247) 
(48 FR 2711, Jan, 20, 19831 



States. The oath shall be attested in 
all cases In this arid other countries, 
by the proper official seal of the offi- 
cer before whom the oath or affirma- 
tion is made. Such oath or affirmation 
shall be valid as to execution if it com- 
piles with the laws of the State or 
country where made, When the person 
before whom the path or affirmation 
Is made In this country is not provided 
with a seal, his official character shall 
be established by competent cvldenoe, 
as by a certificate from a cleric of a 
court of record or other proper officer 
having a seal. 

(b) When the oath is taken before 
an officer In a country foreign to the 
United States, any accompanying ap- 
plication papers, except the drawings, 
must be attached together with the 
oath and a ribbon passed one or more 
times through all the sheets of the ap- 
plication, except the drawings, and the 
ends of said ribbon brought together 
under the seal before the latter is af- 
fixed and Impressed, or each sheet 
must be Impressed with the official 
seal of the officer before whom the 
oath is taken. If the papers as filed are 
not properly ribboned or each sheet 
Impressed with the seal, the case will 
be accepted for examination, but 
before it is allowed, duplicate papers, 
prepared Ln compliance with the fore- 
going sentence, must be filed. 
(35 U.S.C. 6; 15 U.S.C. 1113, 1123) 
(47 FR 41276, Sept. 17, 1982) 
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application. If the filing error is not 
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the application will be returned or 
otherwise disposed, of; the fee, if sub- 
mitted, will be refunded less the han- 
dling fee set forth ln § 1.21(n). 
(36 U.S.C. 6, Pub. L. 97-247) 
(48 FR 2710, Jan, 20, 1983, as amended at 49 
FR 655, Jan. 4, 1984; 60 FR 9380, Mar. 7, 
1985; 54 FR 47519, Nov. 15, 1989] 

Oath or Declaration 
9 1.63 Oath or declaration. 

(a) An oath or declaration filed 
under J 1.51(a)(2) as a part of an appli- 
cation must: 

(1) Be executed ln accordance with 
either 5 1.66 or § 1.68; 

(2) Identify the specification to 
which It is directed; 

(3) Identify each Inventor and the 
residence and country of citizenship of 
each Inventor; and 

(4) State whether the Inventor Is a 
sole or Joint Inventor of the Invention 
claimed. 

(b) In addition to meeting the re- 
quirements of paragraph (a), the oath 
or declaration must state that the 
person making the oath or declara- 
tion: 

(1) Has reviewed and understands 
the contents of the specification, in- 
cluding the claims, as amended by any 
amendment specifically referred to In 
the oath or declaration; 

(2) Believes the named Inventor or 
inventors to be the original and first 
Inventor or Inventors of the subject 
matter which Is claimed and for which 
a patent is sought; and 

(3) Acknowledges the duty to dis- 
close Information which Is material to 
the examination of the application In 
accordance with § 1.56(a), 

(c) In addition to meeting the re- 
quirements of paragraphs (a) and (b) 
of this section, the oath or declaration 
in any application In which a claim for 
foreign priority is made pursuant to 
§ 1.55 must Identify the foreign appli 
cation for patent or Inventor's certifi- 
cate on which priority is claimed, and 
any foreign application having a filing 
date before that of the application on 



6 1.66 Officers authorized lo administer 

(a) The oath or affirmation may be 
made before any person within the 
United States authorized by law to ad- 
minister oaths. An oath made In a for- 
eign country may be made before any 
diplomatic or consular officer of the 
United States authorized to adminis- 
ter oaths, or before any officer having 
an official seal and authorized to ad- 
minister oaths in the foreign country 
In which the applicant may be, whose 
authority shall be proved by a certifi- 
cate of a diplomatic or consular officer 
of the United States, or by an apostllle 
of an official designated by a foreign 
country which, by treaty or conven- 
tion, accords like effect to apostllles of 
designated officials In the United 



§ 1.67 Supplemental oath or declaration. 

(a) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 may be required to be filed to 
correct any deficiencies or Inaccuracies 
present In an earlier filed oath or dec- 
laration, 

(b) A supplemental oath or declara- 
tion meeting the requirements of 
5 1.63 must be filed: (1) When a claim 
Is presented for matter originally 
shown or described but not substan- 
tially embraced in the statement of In- 
vention or claims originally presented; 
and (2) When an oath or declaration 
submitted In accordance with { 1.53(d) 
after the filing of the specification and 
any required drawings specifically and 
Improperly refers to an amendment 
which Includes new matter. No new 
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ligation when combined with information not known at the 
time of the prosecution to any person iubstintivcly Involved in 
Ihe preparation or prosecution of the application. 
Reply: Paragraph (a) of {156 make* It clear that the Office 
recognizes that the dirty to disclose material Infotroatiofl is 
limited to such information which Is known by an rrtdividuaJ 
substantively Involved hi the preparation or prosecution of the 
application. Thus, while Information may be material under the 
definition of {l3<5(bKl), there can be no duty to disclose the 
Information If it is material only in combination with unknown 
information. 

' C«nm<nfJ0.OnecomrnentsU(r^lhatpropc^{l^oXb)should 
be modified so that paragraph (b)(1) refert to Information thai 
renders a claim unpatentable ("but for"), paragraph (bX2) re- 
mains as proposed, and a paragraph (b)(3) is added to include the 
definition of materiality as "the closest Information over which 
any pendingclaim patenUbly defines."Thiscomment suggested 
that this modified definition would have the advan- lage of not 
requiring the applicant to submit references which applicant 
knows are immaterial and to then engage in "straw man argu- 
ments based on such references. 

Reply: The suggested modification to { I .56 has not been adopted. 
The sur^gestedlanguage would seemingly require information to 
be filed in each application, whether the information is relevant 
or not, since the "closest information" would be required. Sec- 
tion 1 56 does not require information which Is not relevant to be 
submitted, but only information which meets the definition of 
material as set out in the rule. 

Comment 31.0k comment slated that if proposed 5 1 -56(bX I ) 
is promulgated, (here would be no need for proposed § 1 56(b)(2) 
with regard to information which would make a prima facie case 
of unpatentability and other information required by paragraph 
(bX2) might be obscure. Another commenl argued that pin; 
graph (b)(2) was unnecessary, confusing and ambiguous and 
suggested changes in Ihelanguagelo make Ihe requirement clear 
' ' ss ambiguous. 

., , The suggest ic . . 

has been adopted. The final rule language I 
problem of requiring an applicant to submit information support- 
ing a position taken by Ihe examiner. It is not appropriate, 
however, to eliminate paragraph (bX2) because it is an essential 
part of the definition of information material lo patentability and 
will help lo ensure Itut all material facts are brought 10 the 
attention of ihe examiner during tire examination process. 
Comment 32. One commenl questioned the language of pro- 
posed { 1.56(b)(2) as lo how an applicant could consider i pnor 
art reference as supporting a position ©(unpatentability taken by 
die Office while at the same time disputing that interpretation. 
Reply: The language of § 1 .56(b)(2) has been modified to clarify 
that information is material lo patentability if it refutes, or is 
inconsistent with, a position (he applicant lakes in (I) opposing 
an argument of unpatentability relied on by the Office, or (2) 
asserting an argument of patentability. 

Commenl 33. One commenl itated thai § 1 56(b)(2) was flawed 
in requiring i duly lo conduci • file search lo mike sure that no 
information exists which even arguably contradicts a posilion 



have aduty to disclose material Information since there might be 
a "wlKb.iitint" diiring litigation 4a find ooo .employee with 
knowledge of, or possession of, biformation thai should have 
been disclosed. 

Repty:nocr^ic$lior l toil56(c)0)ita6e^^il56Kts 
forth that only Individuals who are associated with the filing and 



lion known to be material to patentability. 
Comment 36 , One wrnment stated that proposed ( 1 56(d) should 
be revised to expressly allow an inventor to satisfy the duty by 
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supports Ihe examiner's posilion which may be improper. 
Reply: Section 1.56(b)(2) does not require a search of files 
Under § 1.56(a). ihe duly of disclosure is confined lo that infor- 
mal inn which is I nown to an individual lo be material as defined 
in paragraph (h). 

Commenl 34. One comment stated lhal proposed § 1 .56(c) should 
tx modified so that the duty of any individual designated as 
having a dmv of disclosure would terminate wlien such indi- 
vidual ceases to be substantively involved in Ihe preparation 
or prosecution of Ihe appliculion. The comment used, as an 
example, an inv entor who would not be awareof art cited by (he 
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alily fo 



Reply: The sugc eslion in Ihe commenl is not adopted. The duly 
e information material lo patentability rests on ihe 
Is designated in s I 56(c) until Ihe application issues as 
r becomes abandoned. Paragraph (a) of § 1 .56 makes it 
. over, lhal each individual his a duly lo disclose only 
dii which is known to lhal individual (o be material, 
.15. One commenl stated lhal proposed (1. 56(c)(3) 



attorney or agent 

Reply: The suggestion In the comment Is not adopted since the 
duty as described In f 1 56 will be met as long as the Information 
in question was cited by the Office or submitted lo the Office In 
the manner prescribed by HI.97(bHd) *nd 1.98 before Issu- 
ance of the patent. Statements from both an Inventor and the 
practitioner are not required to be submitted, 
Commenl 37. One comment slated that proposed {{1.52(c) and 
1 .67(c) should be modified lo either (I ) expressly permit alter- 
ations to be made in an application subsequent to the signing of 
the oath or declaration If a supplemental oath or declaration Is 
later submitted, or (2) more properly, prohibit such alterations 
since if alterations are desirable, they can be made and the 
application can be filed with an unsigned oath or declaration. 
Another comment itated lhal willfully filling out false oaths 
should never be condoned. 

Reply: The Office does not condone willfully filling oul raise 
oaths. Further, { IO\23(c)Xl I ) indicates mat the Office considers 
it misconduct for a practitioner to knowingly file or cause to be 
filed an application containing a material alteration made after 
the signing of an accompanying oath or declaration wllhoul 
identifying thealleralion. The Office will not consider striking an 
application In which an alteration was made, but a supplemental 
oalh or declaration is required lo be filed in an application 
containing alterations made after rhe signing of the oath or 
declaration. 

Commenl 38. One comment staled that the implementation of 
proposed {§ 1.63(b)(3) and 1.175(a)(7) allows for a Iwo-monlh 
delay in the deadline for requiring declarations complying there- 

Repty: The averments in oalh or declaration forms presently in 
use mat comply with the previous §1.63 or {1,175 will also 
comply with the requirements of Ihe new rules. Therefore, die 
Office will continue lo accept the old oath or declaration forms 
as complying with the new rules. 

Commenl 39. Five comments questioned Ihe need for the pro- 
posed rules since statistics show lhal information disclosure 
statements arc submitted early in prosecution and questioned 
whal new service is being provided for the proposed fee in {1.97. 
Reply: The Office desires lo continue lo encourage information 
lo be submitted promptly so lhal it can be considered by the 
examiner when Ihe first Office action is prepared. Some people, 
have expressed a desire lo have ihe option of wailing lo submit 
information until after Ihe first Office action, without concern 
that they will be subject lo a charge of inequitable conduct. 
Section 1.97(c), as amended, will provide this option to appli- 
cants in lhal information will be considered later than three 
months after ihe filing dale or the application ({ 1 .97(a) prior lo 
amendment) withoul a showing of promptness (prior { 1 .99). The 
fee will compensate Ihe Office for the added expense caused by 
Ihe late submission of ihe information and will serve as a 

Commando. Two comments suggested lhal proposed 
5 1 97(a) be modified so lhal ihe mechanism of proposed 5 1 ,98 
would not be Ihe only acceptable lechnique for submining 
information. 

Reply: The Office has sei forth the minimum requirements for 
information lobe considered In {§1.97 and 1 .98. These rules will 
provide certainly for the public of exactly whal the requirements 
are, when (he Office will consider information and when the 
Office will not consider information. Thus, applicants are pro- 
vided with means for complying with the duly of disclosure by 
following ihe rules. If information is submitted in a manner so 
thai ii is noi considered by the Office, applicant will assume the 
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